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Slogans - An issue of descriptiveness
By Dr. Sheetal Vohra, Nupur Kumar, Tulika Pandey

Getting trademark protection for slogans ® Ambiguity: Where there are two or

is often accompanied by one particular
hurdle of retaining exclusivity, which results
from their descriptive nature. A slogan is
generally a combination of common words
which describes the goods or services, or
glorifies the goods and/or services of the
company. Due to its descriptive or laudatory
nature, it can be difficult for slogan marks
to pass the distinctiveness test or act as a
source identifier. Therefore, slogans can be
refused registration unless they have acquired
secondary meaning through use. Due to
extensive advertising, particularly through
various modes of electronic and social media
which spreads the information rapidly and
widely, marks can acquire distinctiveness
way too quickly. Descriptive marks can
acquire secondary meaning in a far shorter
time than was previously the case when
only conventional media was available to
disseminate information about goods and
services.

The Trade Marks Registry in the Draft Trade
Marks Manual, 2009 had given guidelines
accompanied by several illustrations in order
to explain whatkind of slogans may be allowed
to be registered.

Factors which are considered by the
Registry while mulling over the question of
descriptiveness are as follows:
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more possible meanings fora sentence/
phrase and one of them is descriptive,
the registry will generally not allow
registration of such trademarks (slogan)
e.g. we set hire standards (for car rental
service) is likely to be refused.

Value/Inspirational/Motivational
Statements: Slogans which express
values in general (not dependent on
class or type of goods/service) or slogans
which are motivational and/or inspiration
with reference to the good and services
being offered under it, are not capable
of being registered, for e.g. ‘we care for
the planet’ is notlikely to be registered on
account of expressing values, ‘it’s never
toolate’ for distance educational services
would be motivational and therefore not
registrable.

Customer service statements: Slogans
which are aimed at customer service,
customer’s experience are too broad
and applicable to most classes and shall
therefore cause confusion and are not
registrable.

Purely promotional statements: Slogans
whose function is purely promotional
such as, “celebrate this Diwali with

diamonds.”
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However, it is worth noting that the
abovementioned guidelines are missing from
the new draft Manual of Trade Marks, 2015.

Even in the absence of said guidelines, one
may rely on judicial pronouncements where
it has been noted that if a slogan has acquired
secondary character, then it may be allowed
to proceed for registration. In Reebok India
Company v. Gomzi Active! the Karnataka
High Court held that a person claiming the
benefit of distinctive usage must establish that
its slogan has developed secondary meaning
and goodwill. The court considered whether
the slogan “I am what [ am” had acquired
distinctive character as a result of Gomzi’s
use. It accepted Reebok’s contention that, as
the slogan was a generic phrase, it had not
acquired distinctive character in relation to
Gomzi’sgoods. In setting aside the temporary
injunction issued by the trial court, the High
Court observed that there was no evidence
to infer a likelihood of confusion among
consumers, as the registered trademarks of the
two parties were totally different and mere use
of the common words ‘lam what I am’ would
not mislead consumers.

In Stokely Van Camp Inc v. Heinz India Put
Ltd? the division bench of the High Court of
Delhi considered the issue of use of slogan
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in relation to energy drinks. The plaintiff
was using its registered slogan “Rehydrate
Replenish Refuel” in conjunction with the
trademark GATORADE. The defendant
was using the expression “Rehydrates fluids;
replenishes vital salts; recharges glucose” in
relation to an energy drink launched in the
year 2010 called Glucon D Isotonik. The Court
held thatin the sports and energy drink market,
words or expressions which are akin to the
plaintiff’s slogan mark are not only common,
but perhaps necessary in order to describe the
characteristics or attributes of such products.
Therefore, notwithstanding the factthata party
has obtained registration, if a registered slogan
mark or similar expression is used to describe
the characteristics of a product within the
meaning of Section 30(2)(a) of the Trademarks
Act, the user is not guilty of infringement.

It is clear from foregoing discussion that
in order for a slogan to be protected as a
registered trademark and enforced, it ought to
be non descriptive and in case it is descriptive,
it ought to have acquired distinctiveness and
should not consist of word and/or phrases
common to the trade.

[The authors are Partner & Junior Associate,

respectively, IPR Practice, Lakshmikumaran
& Sridharan, New Delhi]

12007 (34) PTC 164 (Karnataka)
2 2012(52)PTC540(Del)
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Copyright registration is not conclusive
proof of authorship

Bombay High Court has rejected the
argument that copyright registration is a
conclusive proof of authorship. The Court
in this regard noted that Section 48 of the
Copyright Act says that the Register of
Copyrights is prima facie evidence of the
particulars entered in it, meaning thereby that
there is only a presumption, albeit a strongone,
nonetheless rebuttable about the correctness
of the entries. It was held that Section 48 is
not an acknowledgement of actual authorship
being proved, but only of copyright having
been applied for and granted.

On the validity of a suit filed by the plaintiff,
the courtwas of the view that since the copyright
was further assigned to another entity, it did not
vest in the plaintiff and hence the suit was not
maintainable. It was noted that the copyright
was neither re-assigned back nor the contract
for assignment was formally terminated. The
plaintiff’s contention that there was a reversion
of the copyright assignment, when the entity
to which the same was assigned dropped the
project after learning about the same project
of the defendant, was also rejected by the
Court in this regard. [Inception Media LLP v.
Star India Put. Ltd. - Notice of Motion (L) no.
2375/2015 in Suit (L) no. 886/2015, decided
on 8-10-2015]

Registration under Press Act is no defence to
infringement action under Trademarks Act

Bombay High Court has rejected the
contention of the defendant that he is entitled
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to use and exploit his Press Act registration
and that this does not constitute an infringing
use of the plaintiffs’ mark (‘Indian Express’ in
this case). The defendant had contended that
the use of words “Indian Express” written in
Devnagarionly as a title of publication and not
in any other way is legitimate and permissible
under the provisions of the Press Act, more so
as the title registration to “Indian Express” in
Devnagariunder the Press Act waslongbefore
the plaintiffs obtained trade mark registration
in Devnagari. The Court however observed
that the trademark registration, though granted
later, was granted from a period even prior to
the registration under Press Act.

An earlier decision of the Karnataka High
Courtinthe case of Times PublishingHouseLtd.
v. The Financial Times Ltd. was distinguished
by the Court as it held that the Trademarks
Act was also a special Act just like the Press
Act. It noted that the Trade Marks Act, 1999 is
wider than the 1958 Act, as it grants express
protection to well-known marks that have a
domestic reputation (in India), even where
those marks relate to goods and services that
differ from those of the infringer. Relying on
Supreme Court Ruling in the case of Cadila
Health Care Ltd. v. Cadila Pharmaceuticals
Ltd., the court was of the view that given the
longevity of the plaintiffs’ mark, its widespread
use, daily production in very many centres
across India, multiple editions, online presence,
and large circulation the conclusion of being
a well-known mark must necessarily follow.
Restraining the defendant permanently, from
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using the words, the Court observed that the
plaintiff was entitled to protection not only
under Section 29(4) of the Trademarks Act,
but also under the Press Act inasmuch as
nobody can lay claim to title registration of
the contested words in any script under the
latter Act.

It also noted that there is no law that
reputation and goodwill in a trade mark are
geographically constrained to the place of their
registration or, in the case of a newspaper, to
the place where it is printed. [Indian Express
Ltd. v. Chandra Prakash Shivhare - Suit No.
2854/2010, decided on 23-10-2015]

Trademark registration of word ‘Ramayan’
not permissible

Upholding the decision rendered by the
Intellectual Property Appellate Board (IPAB),
the Supreme Court has held that names of
holy or religious books cannot be claimed as
trademark for goods or services. Ruling out the
registration of the trademark, the Bench noted
that though in the photographs, after adding
‘OM’s’ to the word ‘Ramayan’, at the top
and the sentence, ‘“Three Top Class Aromatic
Fragrance’, was also written, in between ‘OM’s
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and RAMAYAN’, the appellant had not sought
the registration of the word ‘OM’s RAMAYAN’
as a trademark. Photographs of Lord Rama,
Sita and Lakshman were also shown in the
label, which the Court took as an indication
that the appellant was taking advantage of
the Gods and Goddesses which is otherwise
not permitted. It was also held that the word
has become public juris and common to the
trade.

The Court was of the view that using
exclusive name of the book ‘Ramayan’, for
getting it registered as a trade mark for any
commodity would not be permissible under
the Act inasmuch as the word represents the
title of a book written by Maharishi Valmiki
and is considered to be a religious book of
the Hindus. It was however noted that if any
other word is added as suffix or prefix to the
word ‘Ramayan’ and the alphabets or design
or length of the words are same as of the word
‘Ramayan’ then the word ‘Ramayan’ may lose
its significance as a religious book and it may
be considered for registration as a trade mark.
[Lal Babu Priyadarshiv. Amritpal Singh - Civil
Appeal No. 2138/2006, dated 27-10-2015,
Supreme Court]

Indian patent office publishes draft
Patent (Amendment) Rules

The Indian Patent Office published the
draft Patent (Amendment) Rules 2015 on
October 29. The draft Rules propose a
number of changes to expedite the patent

\

2

prosecution process in India. The time for
putting an application in condition for grant
following the issue of the First Examination
Report (FER) hasbeen reduced from twelve
months to four months. A two month

extension of time will be available upon
J
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payment of a fee. The Controller has to  expedite examination may cause revocation
dispose the application within six months  of the grant. Other proposed changes
of receiving a reply or the expiration of  include changes to the content and format
six months from the last date of putting  requirements for the abstract and the
the application in condition for grant.  specification. Also, there is no discretion
Another significant change proposed to grant extension in time for filing the
by the draft Rules is the introduction of = Declaration of Inventorship, a request for
expedited examination upon payment of  expedited examination, payment of renewal
fees of approximately USD4000forregular  fee, filing an application for review of an
entities under specified circumstances.  orderofthe Controller, or for settingaside an
. Any false representation made in orderto  ex parte order passed by the Controller.
NEW DELHI BENGALURU KOLKATA
5 Link Road, 4th floor, World Trade Center 2nd Floor, Kanak Building
Jangpura Extension, Brigade Gateway Campus 41, Chowringhee Road, Kolkatta-700071

26/1, Dr. Rajkumar Road,

Malleswaram West, Bangalore-560 055.
Ph: +91(80) 49331800

Fax:+91(80) 49331899

E-mail : Isblr@lakshmisri.com

HYDERABAD

‘Hastigiri’, 5-9-163, Chapel Road
Opp. Methodist Church, Nampally
Hyderabad - 500 001

Phone : +91-40-2323 4924
E-mail : Ishyd@lakshmisri.com

AHMEDABAD

B-334, SAKAR-VI],

Nehru Bridge Corner, Ashram Road,
Ahmedabad - 380 009

Phone : +91-79-4001 4500

E-mail : Isashd@lakshmisri.com

Phone : +91-33-4005 5570
E-mail : Iskolkata@lakshmisri.com

Opp. Jangpura Metro Station,
New Delhi 110014

CHANDIGARH

1st Floor, SCO No. 59, Sector 26,
Chandigarh - 160026

Phone : +91-172-4921700
E-mail : Ischd@lakshmisri.com

B-6/10, Safdarjung Enclave

New Delhi - 110 029

Phone : +91-11-4129 9811
E-mail : Isdel@lakshmisri.com

MUMBAI

2nd floor, B&C Wing,

Cnergy IT Park,

Appa Saheb Marathe Marg,

(Near Century Bazar)Prabhadevi,
Mumbai - 400025.

Phone : +91-22-24392500
E-mail : Isbom@lakshmisri.com

GURGAON

0S2 & 0S3, 5th floor,

Corporate Office Tower,

AMBIENCE Island, Sector 25-A,
Gurgaon- 122001

Phone: +91- 0124 - 477 1300
Email: Isgurgaon@lakshmisri.com

CHENNAI EUROPE
2, Wallace Garden, PUNE Lakshmikumaran & Sridharan SARL
2nd Street 607-609, Nucleus, 1 Church Road, 35-37, Avenue Giuseppe Motta, 1202 Geneva

Chennai - 600 006
Phone : +91-44-2833 4700
E-mail : Ismds@lakshmisri.com

Camp, Pune - 411 001. Maharashtra
Phone : +91-20-6680 1900
E-mail : Ispune@lakshmisri.com

Phone : +41-22-919-04-30
Fax: +41-22-919-04-31
E-mail : Isgeneva@lakshmisri.com

Disclaimer: IPR Amicus is meant for informational purpose only and does not purport to be advice or opinion, legal
or otherwise, whatsoever. The information provided is not intended to create an attorney-client relationship and not for
advertising or soliciting. Lakshmikumaran & Sridharan does not intend to advertise its services or solicit work through this
newsletter. Lakshmikumaran & Sridharan or its associates are not responsible for any error or omission in this newsletter
or for any action taken based on its contents. The views expressed in the article(s) in this newsletter are personal views of
the author(s). Unsolicited mails or information sent to Lakshmikumaran & Sridharan will not be treated as confidential and
do not create attorney-client relationship with Lakshmikumaran & Sridharan. This issue covers news and developments till
15 th November, 2015. To unsubscribe, e-mail Knowledge Management Team at newsletteripr@lakshmisri.com

www.lakshmisri.ch

www.lakshmisri.com www.addb.lakshmisri.com www.lakshmisri.cn

© 2015 Lakshmikumaran & Sridharan, India
Allrights reserved




<<
  /ASCII85EncodePages false
  /AllowTransparency false
  /AutoPositionEPSFiles true
  /AutoRotatePages /None
  /Binding /Left
  /CalGrayProfile (Dot Gain 20%)
  /CalRGBProfile (sRGB IEC61966-2.1)
  /CalCMYKProfile (U.S. Web Coated \050SWOP\051 v2)
  /sRGBProfile (sRGB IEC61966-2.1)
  /CannotEmbedFontPolicy /Error
  /CompatibilityLevel 1.4
  /CompressObjects /Tags
  /CompressPages true
  /ConvertImagesToIndexed true
  /PassThroughJPEGImages true
  /CreateJobTicket false
  /DefaultRenderingIntent /Default
  /DetectBlends true
  /DetectCurves 0.0000
  /ColorConversionStrategy /CMYK
  /DoThumbnails false
  /EmbedAllFonts true
  /EmbedOpenType false
  /ParseICCProfilesInComments true
  /EmbedJobOptions true
  /DSCReportingLevel 0
  /EmitDSCWarnings false
  /EndPage -1
  /ImageMemory 1048576
  /LockDistillerParams false
  /MaxSubsetPct 100
  /Optimize true
  /OPM 1
  /ParseDSCComments true
  /ParseDSCCommentsForDocInfo true
  /PreserveCopyPage true
  /PreserveDICMYKValues true
  /PreserveEPSInfo true
  /PreserveFlatness true
  /PreserveHalftoneInfo false
  /PreserveOPIComments true
  /PreserveOverprintSettings true
  /StartPage 1
  /SubsetFonts true
  /TransferFunctionInfo /Apply
  /UCRandBGInfo /Preserve
  /UsePrologue false
  /ColorSettingsFile ()
  /AlwaysEmbed [ true
  ]
  /NeverEmbed [ true
  ]
  /AntiAliasColorImages false
  /CropColorImages true
  /ColorImageMinResolution 300
  /ColorImageMinResolutionPolicy /OK
  /DownsampleColorImages true
  /ColorImageDownsampleType /Bicubic
  /ColorImageResolution 300
  /ColorImageDepth -1
  /ColorImageMinDownsampleDepth 1
  /ColorImageDownsampleThreshold 1.50000
  /EncodeColorImages true
  /ColorImageFilter /DCTEncode
  /AutoFilterColorImages true
  /ColorImageAutoFilterStrategy /JPEG
  /ColorACSImageDict <<
    /QFactor 0.15
    /HSamples [1 1 1 1] /VSamples [1 1 1 1]
  >>
  /ColorImageDict <<
    /QFactor 0.15
    /HSamples [1 1 1 1] /VSamples [1 1 1 1]
  >>
  /JPEG2000ColorACSImageDict <<
    /TileWidth 256
    /TileHeight 256
    /Quality 30
  >>
  /JPEG2000ColorImageDict <<
    /TileWidth 256
    /TileHeight 256
    /Quality 30
  >>
  /AntiAliasGrayImages false
  /CropGrayImages true
  /GrayImageMinResolution 300
  /GrayImageMinResolutionPolicy /OK
  /DownsampleGrayImages true
  /GrayImageDownsampleType /Bicubic
  /GrayImageResolution 300
  /GrayImageDepth -1
  /GrayImageMinDownsampleDepth 2
  /GrayImageDownsampleThreshold 1.50000
  /EncodeGrayImages true
  /GrayImageFilter /DCTEncode
  /AutoFilterGrayImages true
  /GrayImageAutoFilterStrategy /JPEG
  /GrayACSImageDict <<
    /QFactor 0.15
    /HSamples [1 1 1 1] /VSamples [1 1 1 1]
  >>
  /GrayImageDict <<
    /QFactor 0.15
    /HSamples [1 1 1 1] /VSamples [1 1 1 1]
  >>
  /JPEG2000GrayACSImageDict <<
    /TileWidth 256
    /TileHeight 256
    /Quality 30
  >>
  /JPEG2000GrayImageDict <<
    /TileWidth 256
    /TileHeight 256
    /Quality 30
  >>
  /AntiAliasMonoImages false
  /CropMonoImages true
  /MonoImageMinResolution 1200
  /MonoImageMinResolutionPolicy /OK
  /DownsampleMonoImages true
  /MonoImageDownsampleType /Bicubic
  /MonoImageResolution 1200
  /MonoImageDepth -1
  /MonoImageDownsampleThreshold 1.50000
  /EncodeMonoImages true
  /MonoImageFilter /CCITTFaxEncode
  /MonoImageDict <<
    /K -1
  >>
  /AllowPSXObjects false
  /CheckCompliance [
    /None
  ]
  /PDFX1aCheck false
  /PDFX3Check false
  /PDFXCompliantPDFOnly false
  /PDFXNoTrimBoxError true
  /PDFXTrimBoxToMediaBoxOffset [
    0.00000
    0.00000
    0.00000
    0.00000
  ]
  /PDFXSetBleedBoxToMediaBox true
  /PDFXBleedBoxToTrimBoxOffset [
    0.00000
    0.00000
    0.00000
    0.00000
  ]
  /PDFXOutputIntentProfile ()
  /PDFXOutputConditionIdentifier ()
  /PDFXOutputCondition ()
  /PDFXRegistryName ()
  /PDFXTrapped /False

  /CreateJDFFile false
  /Description <<

    /BGR <>
    /CHS <FEFF4f7f75288fd94e9b8bbe5b9a521b5efa7684002000410064006f006200650020005000440046002065876863900275284e8e9ad88d2891cf76845370524d53705237300260a853ef4ee54f7f75280020004100630072006f0062006100740020548c002000410064006f00620065002000520065006100640065007200200035002e003000204ee553ca66f49ad87248672c676562535f00521b5efa768400200050004400460020658768633002>
    /CHT <FEFF4f7f752890194e9b8a2d7f6e5efa7acb7684002000410064006f006200650020005000440046002065874ef69069752865bc9ad854c18cea76845370524d5370523786557406300260a853ef4ee54f7f75280020004100630072006f0062006100740020548c002000410064006f00620065002000520065006100640065007200200035002e003000204ee553ca66f49ad87248672c4f86958b555f5df25efa7acb76840020005000440046002065874ef63002>
    /CZE <>
    /DAN <>
    /DEU <>
    /ESP <>
    /ETI <>
    /FRA <>
    /GRE <>

    /HRV (Za stvaranje Adobe PDF dokumenata najpogodnijih za visokokvalitetni ispis prije tiskanja koristite ove postavke.  Stvoreni PDF dokumenti mogu se otvoriti Acrobat i Adobe Reader 5.0 i kasnijim verzijama.)
    /HUN <>
    /ITA <>
    /JPN <FEFF9ad854c18cea306a30d730ea30d730ec30b951fa529b7528002000410064006f0062006500200050004400460020658766f8306e4f5c6210306b4f7f75283057307e305930023053306e8a2d5b9a30674f5c62103055308c305f0020005000440046002030d530a130a430eb306f3001004100630072006f0062006100740020304a30883073002000410064006f00620065002000520065006100640065007200200035002e003000204ee5964d3067958b304f30533068304c3067304d307e305930023053306e8a2d5b9a306b306f30d530a930f330c8306e57cb30818fbc307f304c5fc59808306730593002>
    /KOR <FEFFc7740020c124c815c7440020c0acc6a9d558c5ec0020ace0d488c9c80020c2dcd5d80020c778c1c4c5d00020ac00c7a50020c801d569d55c002000410064006f0062006500200050004400460020bb38c11cb97c0020c791c131d569b2c8b2e4002e0020c774b807ac8c0020c791c131b41c00200050004400460020bb38c11cb2940020004100630072006f0062006100740020bc0f002000410064006f00620065002000520065006100640065007200200035002e00300020c774c0c1c5d0c11c0020c5f40020c2180020c788c2b5b2c8b2e4002e>
    /LTH <>
    /LVI <>
    /NLD (Gebruik deze instellingen om Adobe PDF-documenten te maken die zijn geoptimaliseerd voor prepress-afdrukken van hoge kwaliteit. De gemaakte PDF-documenten kunnen worden geopend met Acrobat en Adobe Reader 5.0 en hoger.)
    /NOR <>
    /POL <>
    /PTB <>
    /RUM <>
    /RUS <>
    /SKY <>
    /SLV <>
    /SUO <>
    /SVE <>
    /TUR <>
    /UKR <>
    /ENU (Use these settings to create Adobe PDF documents best suited for high-quality prepress printing.  Created PDF documents can be opened with Acrobat and Adobe Reader 5.0 and later.)
  >>
  /Namespace [
    (Adobe)
    (Common)
    (1.0)
  ]
  /OtherNamespaces [
    <<
      /AsReaderSpreads false
      /CropImagesToFrames true
      /ErrorControl /WarnAndContinue
      /FlattenerIgnoreSpreadOverrides false
      /IncludeGuidesGrids false
      /IncludeNonPrinting false
      /IncludeSlug false
      /Namespace [
        (Adobe)
        (InDesign)
        (4.0)
      ]
      /OmitPlacedBitmaps false
      /OmitPlacedEPS false
      /OmitPlacedPDF false
      /SimulateOverprint /Legacy
    >>
    <<
      /AddBleedMarks false
      /AddColorBars false
      /AddCropMarks false
      /AddPageInfo false
      /AddRegMarks false
      /ConvertColors /ConvertToCMYK
      /DestinationProfileName ()
      /DestinationProfileSelector /DocumentCMYK
      /Downsample16BitImages true
      /FlattenerPreset <<
        /PresetSelector /MediumResolution
      >>
      /FormElements false
      /GenerateStructure false
      /IncludeBookmarks false
      /IncludeHyperlinks false
      /IncludeInteractive false
      /IncludeLayers false
      /IncludeProfiles false
      /MultimediaHandling /UseObjectSettings
      /Namespace [
        (Adobe)
        (CreativeSuite)
        (2.0)
      ]
      /PDFXOutputIntentProfileSelector /DocumentCMYK
      /PreserveEditing true
      /UntaggedCMYKHandling /LeaveUntagged
      /UntaggedRGBHandling /UseDocumentProfile
      /UseDocumentBleed false
    >>
  ]
>> setdistillerparams
<<
  /HWResolution [2400 2400]
  /PageSize [612.000 792.000]
>> setpagedevice


